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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )|EI Responsive to communication(s) filed on 12 December 2006 . 
2a)IEI This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for forma! matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1^24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IE Claimfs) 1-24 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)S The drawing(s) filed on 29 October 2003 is/are: a)D accepted or b)S objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 

12)|E1 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D . Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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5) O Notice of Informal Patent Application (PTO-152) 

6) S Other: Fig 5. Mark up . 
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DETAILED ACTION 

This is a FINAL OFFICE ACTION in response to Amendment filed 12/12/2006. 

Claims 1-24 are presently under examination and still pending. 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d) for the REPUBLIC OF KOREA Application 2002-87246, filed 
12/30/2002. The certified copy has been filed in parent Application No. 10/696,090, filed 
on 10/29/2003. 

Response to Arguments 

Applicant's arguments, see Amendment filed 12/12/2006, with respect to the 
rejection of claims 1-24 under 35 U.S.C. 102(b) as being anticipated by Pressly et al. 
(US 5,774,476), have been fully considered but they are not persuasive. 

In response to Applicant's argument, in reference to the introduction of new 
matter into the claims "without synchronizing therebetween", the Examiner notes that 
"without synchronizing" is a negative limitation, which does not comply with the 
requirements of 35 U.S.C. 112, second paragraph. 

Even though, the current view of the courts is that there is nothing inherently 
ambiguous or uncertain about a negative limitation. So long as the boundaries of the 
patent protection sought are set forth definitely, albeit negatively, the claim complies 
with the requirements of 35 U.S.C. 112, second paragraph. Any negative limitation or 
exclusionary proviso must have basis in the original disclosure. Any claim containing a 
negative limitation which does not have basis in the original disclosure should be 



Application/Control Number: 10/696,090 Page 3 

Art Unit: 2138 

rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the written 
description requirement. See MPEP § 2173.05(i). 

Clearly, in this case, there is no basis in the original disclosure with respect to the 
claimed limitation "without synchronizing" the sub data or the core output data. There is 
no description in the specification that suggests using a MUX would selectively output 
the core output data asynchronously. Further, there is nothing recited in the claims that 
suggests the negative limitation sets forth definitely the metes and bounds of the patent 
sought in accordance with the requirements of 35 U.S.C. 112, second paragraph. 

Applicant's specification merely describes the obvious operation of the 
multiplexer (MUX) unit 520, which is well known in the art. Accordingly, "the multiplexer 
(MUX) unit 520 is controlled by a MUX control signal T1 and selectively outputs either 
the sub data from the first sub logic circuit unit 510 for each port or the core output data 
C2D1 through C2DN for each port", see, paragraph 0040. The Examiner agrees with 
the Applicant's argument that the operation of a MUX is asynchronous, since the 
selection of the MUX by control signal T1 is performed independent of a clock. 
However, the specification merely describes the intended operation of a multiplexer 
(MUX), which is an asynchronous operation due to the inherent selection characteristics 
for a MUX, and as such the limitation "without synchronizing" has not been afforded any 
patentability. 

Even though, the operation of a MUX is asynchronous, the core output data 
C2D1 through C2DN are synchronized with system clock signal SCLK of the scan test 
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circuit unit 535, since the flip-flops 5353 operate in synchronization with the system 
clock signal SCLK, see Applicant's Fig. 5 and 6. 

Drawings 

The drawings are objected to because Fig. 5 does not clearly show the electrical 
connections of core output data C2D1-C2DN of unit 539 with the corresponding input 
ports of MUX 531. See attached mark up Fig. 5. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as 
either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

Claims 1-24 are rejected under 35 U.S.C. 112, first paragraph, as failing to 

comply with the written description requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Independent Claims 1, 4, 13, 14, 15, 16, 20, 21 recite new matter "without 
synchronizing therebetween", which is not described in the application as originally filed. 
Since the examiner concludes that the claimed subject matter is not supported in the 
application as filed, this would result in the rejection of claims on the ground of a lack of 
written description under 35 U.S.C. 112, first paragraph. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 1-24 are rejected under 35 U.S.C. 102(b) as being anticipated by Pressly 
et al. (US 5,774,476). 

Regarding independent Claims 1, 4, 13, 14, 15, 16, 20, 21, Pressly discloses an 
integrated circuit device (10, Figures 1, 2), comprising: 

. A core block (embedded core 14) having a plurality of inputs and outputs 
(Abstract) coupled to a speed path test cell (32, Figure 2), which combines most of the 
functionality of both of the cells 16 and 18 in Figure 1. The core (14) is configured for 
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dynamic simulation testing, such as (speed path testing), wherein core (14) generates 
core output data at the outputs as illustrated in Figure 2. Also, the circuitry of Figure 1 
illustrates a system whereby the embedded core 14 and the customer specified logic 12 
can be speed path tested at-speed and simultaneously. Further, in Figure 2, when 
enabling speed path testing, the multiplexers (38, 40, and 42) can be configured to 
provide speed path launch capability, through flip-flops 34 and 36, path 1 of multiplexer 
38 to an input of the embedded core 14. 

An input side sub logic circuit unit (customer specified logic 12) configured for 
dynamic simulation testing (speed path testing) and coupled to a plurality of input ports 
(inputs, see Abstract) of the core block 14, which performs most of the communication 
with the external terminals of the integrated circuit 10 via the inputs and outputs 
illustrated in Figure 1, and which generates data for the plurality of input ports of the 
core block 14. According to Pressly, it is important to note, "that both the customer 
specified logic 12 and the embedded core 14 will contain a plurality of inputs and a 
plurality of outputs. Therefore, in most embodiments, a plurality of the cells 16 are 
resident within the integrated circuit 10, and a plurality of cells 18 are also resident 
within the integrated circuit 1 0 to allow for testing of the many inputs and output to the 
core 14 and the logic 12". 

A multiplexer (MUX 42, Figure 2) unit between the core block 14 and the 
(customer specified logic 12) that selectively provides the (customer specified logic 12) 
output data (MUX 42 path 0) or the core block 14 output data (MAX 42 path 1) as inputs 
to the core block 14 in response to a MUX control signal (TRTE1) Figure 2. 
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The core block 12 generates the core output data for the plurality of output ports, 
defined as the path coupled to (MUX 40 path 0) and (MAX 42 path 1), in response to 
the outputs from the (MUX 42). 

Regarding Claims 2, 3, 5, Pressly discloses an output side sub logic circuit unit 
corresponding the input logic part of the customer specified logic 12, which receives 
data from the outputs of core block 14 via (MUX 40 path 0), as shown in Figure 2. 

Regarding Claims 6-12, 17-19, 22-24, Pressly describes a wrapper scan test 
circuit in reference to Figure 1 , which illustrates that the embedded core 14 contains a 
plurality of internal flip-flops (not specifically illustrated in Figure 1) and which are 
connected in one or more serial scan chains. Embedded core 14 of Figure 1 illustrates 
two serial scan chains. Figure 1 illustrates a first scan data input (SDI1), which provides 
input serial scan data to the first flip-flop in a first plurality of flip-flops, and a first scan 
data output (SD01) which provides serially scanned data out from the last flip-flop in a 
first plurality of flip-flops within the core 14, to form a first scan chain. A second scan 
chain of a second plurality of flip-flops within core 14 is formed via a second scan data 
input (SDI2), which has a second scan data output (SD02). A wrapper surrounding the 
embedded core 14 will contain many cells similar to 16 and 18. However, only two cells 
16 and 18 are illustrated in Figure 1 by way of example. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES C. KERVEROS whose telephone number is 
(571) 272-3824. The examiner can normally be reached on 9:00 AM TO 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on (571) 272-3819. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JAMES C KERVEROS 
Primary Examiner 



U.S. Patent and Trademark Office 

Alexandria, VA 22314 

Tel: (571) 272-3824, Fax: (571) 273-3824 

iames.kerveros@uspto.gov 



Date: 19 January 2007 
Office Action: Final Rejection 
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